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Current legal landscape
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Current legal landscape

• 20 states and District of Columbia allow 
some medical marijuana

• 14 states have taken steps to 
decriminalize marijuana

• 2 states (WA and CO) have legalized 
non-medical use

• Federal law makes it illegal to possess, 
use, buy, sell, or cultivate 
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Marijuana defined for TM purposes

• Includes:
−Marijuana/cannabis
−Goods containing marijuana/cannabis, e.g.,

baked goods, drinks, butter, and other 
“infused” edibles
 Oils, resins, balms
 Plants, seeds

• Does not include hemp (unless hemp 
contains THC)
−Textiles and edibles registrable
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Marijuana trademarks in context

• Mostly, a marijuana trademark is like any 
other trademark
− It is a brand name
−Tells consumers that the good/service comes 

from a particular source
−A word, name, symbol, device, or other 

designation, or a combination of such 
designations, that is used in commerce in a 
manner that distinguishes the goods or 
services of its owner from those of others
 Lanham Act § 45 (15 U.S.C. § 1127)
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Selecting a marijuana trademark

• “Offensive” considerations
−Protectable trademark that serves the 

source-identifying function
−Keep competitor marks away
 “Likelihood of confusion” standard

−Maximize rights

• “Defensive” considerations
−Don’t want to infringe third-party rights
 Based on likelihood of confusion
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Benefits of federal registration

• Presumption of being exclusive 
nationwide user of the trademark for 
specified goods

• Clarifies who owns the mark
• PTO will deny subsequent applications 

for registration based on likelihood of 
confusion

• Authorizes use of ®
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The forthright application for 
federal registration
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The PTO’s forthright response

***
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Lawful use requirement

• Section 1 of the Lanham Act
−“The owner of a trademark used in 

commerce may request registration of its 
trademark…”

• Section 45
−“The word ‘commerce’ means all commerce 

which may lawfully be regulated by 
Congress.”
 Doesn’t matter if marijuana is lawfully 

regulated by the states
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ID Manual entry?

• Class 005: “Processed plant matter for 
medicinal purposes, namely medical 
marijuana”

• Yes, for two months in 2010
• Then deleted as a “mistake”
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ID Manual entry?

***
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ID Manual entry?

• 2014 follow-up suggestion: 
Add legal marijuana goods and services 
to the PTO’s ID Manual?
Class 005: Prescription and 
non-prescription medicine, namely 
marijuana or cannabis
Class 035: Retail store services in the 
field of marijuana or cannabis
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ID Manual entry? 
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MARIJUANA as a trademark 
for any goods?

• MARIJUANA for teas and energy drinks
• 4 office action objections over 3 years

−Merely descriptive (Section 2(e)(1)) if beverage 
contains marijuana (in addition to being unlawful)

− Deceptive (Section 2(a)) if beverage does not 
contain marijuana

− Deceptively misdescriptive (Section 2(e)(1))
− Immoral or scandalous (Section 2(a))

• Application abandoned
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MARIJUANA shocks the sense of 
truth, decency, and propriety*

*According to the USPTO

***
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To get federal registration, 
applicants must be cagey

Leverage “likelihood of confusion” standard to 
gain protection over marijuana uses through 
legal goods/services:
− Baked goods
− Hookah lounges
− Clothing
− Glass jars
− Smoking accessories
−Wellness services
− Educational services
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But don’t be too cagey

• MaryJane Hemp Foods LLC
• Applies to register:

For “Dietary food supplements 
containing hemp”
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The PTO’s response to the 
application that’s too cagey
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Registration issues only after 
satisfactory response
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Of course, marijuana is now legal 
in Washington…
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Of course, marijuana is now legal 
in Washington…
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Of course, marijuana is now legal 
in Washington…



25

Benefits of state registration

• Expands common law rights statewide
• Identifies the owner
• Lower threshold for attorney’s fees awards 

than federal threshold
• It’s quick (7-10 days if expedited)
• It’s cheap ($55 + $50 if expedited)
• Better than no registration (particularly in 

WA and CO)
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New issue for the
Trademark Trial and Appeal Board

• Standing granted to any person who would 
be “damaged” by registration
− Includes unregistered uses

− Includes purely local uses

• So can marijuana provider (legal in WA, but 
illegal under federal law) succeed in a TTAB 
proceeding based on its prior rights in WA 
and a likelihood of confusion?
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Best practices to maximize rights

• Federal registration for federally lawful goods 
and services

• Washington state registration for marijuana 
goods and services

• Registrations for legal goods/services in 
foreign jurisdictions
−Other states (e.g., Colorado), other countries

−Registrations may not require prior use



28

Traps to avoid
• Don’t select a generic or descriptive 

trademark
• Don’t infringe third party trademarks
−Both marijuana and non-marijuana marks

• Don’t dilute famous trademarks
−Standard is likelihood of dilution by blurring or 

tarnishment (e.g., MICROPUFF)
• Don’t violate personality rights statutes 

(e.g., CHARLIE SHEEN)
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Be mindful of what you sign

• Federal trademark applications
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Be mindful of what you sign

• State trademark applications
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Questions?

Thank you!

mike@atkinsip.com
SeattleTrademarkLawyer.com

(206) 628-0983


